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NINTH CIRCUIT.

Burgess Battery Company,
Appellant,

vs.

Coast Insulating Corporation,

Appellee.

Pn Appeal.

JURISDICTION

This is an appeal by the plaintiff from a decree of the

District Court for the Southern District of California, Cen-

tral Division. It presents no question of jurisdiction of

either the District Court or of this Court. The suit was
brought by appellant* under the patent laws, of which the

*The suit was filed on Oct. 2, 1936 by C. F. Burgess Labora-

tories, Inc. On August 31, 1938 (after the trial, but before

decision) this company sold the patent together with the right

to recover for past infringement to Burgess Battery Co., a Wis-
consin corporation, and the latter company was added as a

party plaintiff by a stipulation and order of Oct. 8, 1939 (I, 38).

On or about Dec. 4, 1939 Biu-gess Battery Co., a Wisconsin

corporation, assigned the patent together with all rights for

past infringepient to Burgess Battery Co., a Delaware corpo-

ration and the latter company was substituted as plaintiff-

appellant for the then plaintiffs-appellants, C. F. Burgess Lab-
oratories, Inc. and Burgess Battery Co., a Wisconsin corpo-

ration (I, 67). Throughout this brief the present appellant and
its predecessors in title will be referred to as the "appellant".

Throughout the brief Roman characters I and II refer to

Volumes I and II of the record, and Arabic numerals refer to

the page.
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District Court has original jurisdiction (Judicial Code,

Sec. 24). The defendant is a California corporation hav-

ing a place of business at 634 South Western Avenue,

Los Angeles, California, and was properly sued in the

District of its incorporation and inhabitancy. The com-

plaint (I, 2) charged the appellee with infringement of

Norris patent 1,726,500 (II, 452) owned by the appellant,

and the appellee filed an answer denying infringement and

asserting the invalidity of the patent (I, 7). The case was

tried before Judge James, whose opinion was rendered on

May 9, 1939 and the decree, from a portion of which ap-

pellant appealed, was entered on September 8, 1939 (I, 54).

Appellant *s notice of appeal was filed on October 6, 1939

(I, 58) in accordance with Judicial Code, Sec. 129, Title

28, U. S. C. 227, and there was no appeal by the appellee

from that portion of the decree holding claim 4 valid and

infringed. No question of pleading is involved in this

appeal.

Statement of the Case

The patent in suit is entitled "Sound Deadening Con-

struction" and is directed to the art of acoustical correc-

tion. In modern building, provision is made for prevent-

ing echos or reverberations of sounds originating in rooms

by absorbing the sounds when they strike a wall or ceiling

surface. The patent in suit deals with one means of ac-

complishing this result. A layer of mineral wool, hair felt

or other sound absorbing material is placed on the wall

or Ceiling surface and is covered with a thin stiff, self-

sustaining facing which is perforated to permit the sound

waves to pass through to the backing and at the same time

provide a facing that masks the unsightly sound-absorbing

material. The facing material is not sound-absorbing, but

is sound-reflecting, and but for the perforations would

promote rather than prevent echos and reverberations of

sound. Norris' discovery that a thin sheet of sound re-



fleeting material, perforated to a limited extent, would

function as a facing for a sound treatment of this character

made available a new type of material for facings for

sound absorbing installations. The facing so obtained is

ornamental, can be decorated and has all of the advantages

of a rigid, self-sustaining facing. The District Judge stated

in his opinion:

''Norris had discovered something under his Claim 4

which is maintainable as a patent right" (I, 45-6)

and found as a conclusion of law:

'

' The product of the Norris patent is new and useful

and amounts to invention." (I, 53)

As there has been no appeal by the defendant from the

District Court's decision holding claim 4 of the patent

valid and infringed, the validity of the patent is not really

before this Court.

Defendant was charged with infringement of claims 1,

3, 4, 5, 6, 8, 10, 11 and 14 of the Norris patent by employ-

ing the perforated metal facings of Exhibits 5 to 8, 42,

43 and 44 and a perforated hard board facing (Pltf. Exh.

9) in conjunction with a backing of mineral wool, as set

forth in defendant's answer to interrogatory No. 2 (Exh.

4; I, 71) and was also charged with infringement of claims

16, 17 and 23 when any of these constructions is used with

the securing or supporting means shown in plaintiff's Ex-

hibit 10.

The Trial Judge found claims 1, 3, 6, 10 and 11 *Ho be

too broad and general and not specific enough". In sup-

port of this conclusion, the Court referred to several cases

in which patents were held invalid for failure to properly

disclose the invention. The cases cited were General Elec.

Co. V. Wabash Appliance Corp., 304 U. S. 364, and M. Swift

d Sons, Inc., v. W. H. Coe Mfg. Co., 102 F (2d) 391. The
District Court, however, stated that these claims are "too



broad and general and not specific enough, * * * in view of

the prior developed art* (I, 46) The Court's opinion is

therefore somewhat ambiguous with respect to the ground

on which these claims were held invalid because the ques-

tion of invalidity for failure to disclose an invention (as

exemplified by General Elec. v. Wabash) is entirely inde-

pendent of the prior art and is not to be confused with

the question of anticipation. That the Court meant to hold

those claims invalid on the ground that they are too broad

and general (and not in view of the prior art) is clear

from the record, because in Findings of Fact 13 to 18

(I, 51-3), the Court specifically found that the combination

of Norris is new and that none of the four references

mentioned in the opinion discloses the Norris combination.

Another group of claims, claims 5, 8 and 14, were held

invalid because the language of these claims does not ex-

clude a material that has a definite and material measure

of sound absorption facing (Con. Law 4; I, 53). Claims

16, 17 and 23, which are directed to the means for attach-

ing the material to a wall or ceiling were held not infringed.

In connection with these claims, the Court stated:

"I do not believe the evidence shows that defendant

used the same form of fastenings" (I, 44).

While the defendant's construction (Pltf. Exh. 10) does

not employ the specific fastening means disclosed in the

patent, it is our position that these claims embrace the

structure of Exhibit 10 and are infringed.

The patent in suit is entitled to a liberal interpretation

in view of the actual advance in the art which it achieved.

The record shows that appellant, a small company, placed

this construction on the market with practically no ad-

vertising and that the Johns-Manville Corporation, one of

the largest companies in this industry, was forced by appel-

I

^Emphasis ours, throughout this brief, unless otherwise

indicated.



lant's competition to acquire a license under the patent

(I, 227-34). Since then and prior to the beginning of

this suit, four other licenses have been granted (Finding

of Fact 10; I, 49-50; Storey, I, 116) and royalties in excess

of $200,000 have been received by the appellant (I, 116).

The construction has been widely used and the patent has

been generally acknowledged by the industry (Storey, I,

117-8; Parsons, I, 238). Under many decisions of this

Court and other Circuit Courts of Appeal the patent is

therefore entitled to a liberal interpretation.

Questions Raised by Appeal

Briefly the questions raised by this appeal are as follows

:

1. Having determined that Norris' improvement con-

stitutes invention (Con. Law 1; I, 53) and having specifi-

cally found that the combination is not disclosed in the

prior art (Findings of Fact 13 to 18; I, 51-3); was the

District Court justified in holding claims 1, 3, 6, 10 and

11 ''too broad and general" and therefore invalid?

2. Was the District Court correct in holding that claims

5, 8 and 14 do not exclude a facing material that has a

definite and material measure of sound absorption in view

of the language of these claims; in view of the clear dis-

closure of a "non-sound-absorbing" facing in lines 30 to

46 of page 2 of the patent; and in view of no disclosure

to the contrary anywhere else in the patent?

3. Are claims 16, 17 and 23 directed to *'the same form
of fastenings" (Opinion, I, 44) as is specifically disclosed

in the patent in suit or do they embrace other forms of

fastening means such as those actually employed by the

appellee (Pltf. Exh. 10)?

4. Upon the record of the present case, where the Dis-

trict Court found invention present and where the record



clearly shows that the invention is a meritorious one which

has gone into commercial use and has been widely adopted

by the industry, is not the patent entitled to a liberal in-

terpretation and should not the claims be interpreted to

sustain them, rather than invalidate them?

Specification of Errors

The record (I, 439) contains a concise statement of the

points relied upon by appellants in this appeal. For con-

venience they are reproduced in the appendix hereto. This

statement of points sets forth the errors of the lower court

and raises the questions enumerated in the preceding sec-

tion of this brief. These errors are:

1. The failure to interpret claims 1, 3, 6, 10 and 11 in

the light of the specification and to sustain them, in view

of the court's finding that Norris' contribution to the art

amounts to invention (Con. Law 1; I, 53) and in view

of the evidence accepted by the Trial Court that Norris'

invention was a real advance in the art and has been so

accepted by the industry (Findings of Fact 10; I, 49-50).

2. The failure of the lower court to properly interpret

the description of the facing member in claims 5, 8 and 14

to mean a ** non-sound-absorbing" facing. The only fac-

ing materials described in the patent are "non-sound-

absorbing" (Exh. 1; II, 456, Is. 30-46). The language

used in these claims describes a ** non-sound-absorbing"

facing as this term is used in the art (Finding of Fact

7; I, 49) but even assuming that the Trial Judge was cor-

rect in finding that these claims do not specifically de-

scribe a facing of non-sound-absorbing material, they

should be interpreted in the light of the specification, when
failure to do so will result in their invalidity.

3. Claims 16, 17 and 23 embrace more than the specific

fastening means disclosed in the patent. The language



of the claims is not directed to this specific structure and

there is nothing in the prior art which justifies such an

interpretation. The Trial Judge did not consider the prior

art patents called to his attention in connection with these

claims of sufiicient importance to refer to them in his

opinion.

4. The District Court should have viewed the two

groups of claims which he held invalid, namely, claims 1, 3,

6, 10 and 11 and claims 5, 8 and 14, in a liberal light in

view of Norris' contribution to the art and should have

sustained these claims, Wire Tie Machinery Co. v. Pacific

Box Corp. Ltd. 43 USPQ 128. The claims of a patent which

has been used extensively in the art should not be critically

scanned with a view to finding some infirmities in them or

some failure to adhere to the strict rules of claim drafting,

but they should be examined with the intention of interpret-

ing them to cover the actual invention. This is particu-

larly true where, as here, the invention is of a character

which makes it difficult to draft claims commensurate with

the scope of the invention.

Summary of Argument

It is our position that Norris made a real invention

which has been so recognized by the industry and that the

patent is entitled to that liberality of treatment that the

courts give to all meritorious inventions. The District

Judge found that the Norris combination amounts to in-

vention and that the combination is not disclosed in the

prior art. He also found that the Norris invention has

been extensively used (Findings of Pact 9 and 10; I, 49-

50). Under such circumstances the patent should be sus-

tained if it is possible to do so without violating the estab-

lished rules relating to the interpretation of patent speci-

fications and claims.
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The District Judge not only failed to give the patent

the liberal treatment that it deserves, but he misapplied

the doctrine of General Elec. Co. v. Wabash (ante) to cer-

tain of the claims and held them invalid as "too broad and

general". He stated that such claims are too broad and gen-

eral in view of the prior developed art. Whether or not

the claims are invalid on the doctrine of the General Elec-

tric case depends upon the disclosure of the specification

and the present case differs from the General Electric case

in that the patent contains a full and complete disclosure

of the range of the size and spacing of the openings in the

perforated member whereas in the General Electric case,

the specification as a whole contained no disclosure what-

ever of the alleged invention. The District Judge held

that the combination of Norris is not disclosed in the prior

art and therefore the prior art (not showing the combina-

tion of a thin, self-sustaining, reflective, non-sound-absorb-

ing facing and a backing of sound-absorbing material) has

nothing to do with the manner in which the perforations

of the facing must be recited in the claims to properly de-

fine the Norris invention. The first group of claims (1, 3,

6, 10 and 11) clearly and adequately define the invention

as set forth in Findings of Fact 5 and 6 (I, 48-49).

We also expect to show that Conclusions of Law 4, hold-

ing claims 5, 8 and 14 invalid because they do not exclude

a facing material that has a definite and material measure

of sound absorption, is an error. The language of these

claims in which the facing is defined as a thin, stiff member
(claim 5), a thin, dense, perforated material (claim 8),

and a thin-self-sustaining material (claim 14) is believed

to be a proper description of a non-sound-absorbing ma-

terial in the light of the testimony of appellee's expert

(I, 332-3). If there were any question about the adequacy

of these statements, it is submitted that these claims should

be interpreted in the light of the specification and limited

to a non-sound-absorbing material if that is necessary to

sustain them.



In connection with claims 16, 17 and 23, which are di-

rected to the fastening of the combination to the wall or

ceiling, we also expect to show that these claims are clearly

infringed by the construction which the appellee employed

(Pltf. Exh. 10) and that the District Judge erred when
he held them not infringed, saying '*I do not believe the

evidence shows that defendant used the same form of

fastenings" (Opinion; I, 44).

The Norris Invention

Prior to August 11, 1927, the filing date of Norris' orig-

inal application (Exh. 2; II, 461), it was known that the

acoustics of rooms provided with hard, plastered walls

could be improved by placing sound deadening material

on the walls or ceiling of the room. Originally heavy

drapes, velours and the like were employed for that pur-

pose. Later it was proposed to place a layer or pad of a

sound absorbing material, such as hair-felt, mineral wool

or the like, on portions of the wall or ceiling surfaces.

Such treatment produced an unsightly appearance and it

was then proposed to cover the hair-felt or mineral wool

pad with a fabric facing. The Dillon patent 1,385,741, one

of the references relied upon in the lower court, shows

such a fabric facing with perforations to permit the sound

to pass through the facing to the backing material. Other

expedients, such as the use of porous plasters and porous

boards of fibrous compositions had also been used.

Norris discovered that he could employ a thin facing

of a non-sound-absorbing, reflective material and, by per-

forating this facing to a limited extent, he could permit

substantially all of the sound to pass to the absorbent back-

ing, and at the same time provide a structure possessing

numerous advantages over the prior art facings from the

standpoint of building construction. Non-sound-absorbing

materials are hard and dense (Finding of Fact 7; I, 49),

and are therefore rigid and self-sustaining. The use of



10

such non-sound-absorbing, reflective material in place of

the fabric or porous facings of the prior art made avail-

able for this purpose many materials that had previously

not been thought useful, such as metal, hardboard, etc.

The specific facing material disclosed in the Norris pat-

ent and employed in most of the appellee's constructions

is metal, but in the sentence beginning in line 40 of page 2

of the patent, Norris designates other non-sound-absorbing

materials which might be used, such as vulcanized fiber

sheets, bakelized sheets, veneer wood sheets and the like

(II, 456). Nowhere in the prior art is there a disclosure

of a thin facing of a perforated, non-sound-absorbing, re-

flective material in a sound-absorbing installation such as

the thin, stiff, self-sustaining materials specified by Norris.

Norris ' discovery was that such materials, when perforated

to a limited extent so as to still effectively conceal the ab-

sorbing backing, would permit substantially all of the

sound to pass to the backing.

The Trial Court stated the invention in its Findings of

Fact in the following language (I, 48-9)

:

**5. The Norris patent 1,726,500 discloses a sound
treatment for rooms comprising a backing of sound-

absorbing material and a thin facing of a stiff, self-

sustaining material that is substantially non-sound-

absorbing and which is provided with substantially

uniformly distributed openings for the passage of

sound, the openings being of such size and so arranged

that the sound absorbing backing is substantially con-

cealed thereby.

6. The improvement of the patent in suit is the pro-

vision of an apertured facing for a sound-absorbing

material, which facing is substantially non-sound-

absorbing in itself but does not interfere appreciably

with the sound absorption of the backing and which

substantially conceals the absorber, is durable, gives

unlimited service, is easy to clean and decorate and

redecorate or paint any number of times without in-
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terfering with its efficiency, reflects light well, is good-

looking and has a reasonable first cost with a minimum
up-keep. '

'

The object of the invention is set forth in the paragraph

beginning on page 1, line 10 as follows (II, 455)

:

"One object of the invention is to provide a sound-

absorbing installation which combines the high effi-

ciency of the most effective types of loosely fabricated

porous materials with the mechanical and decorative

advantages of hard, stiff material, such as sheet metal,

as a means of concealing the sound-absorbing material

or as a means for supporting it as well."

It was known prior to Norris that an otherwise reflec-

tive material would permit some sound to pass through

it if it were perforated. This, however, was not sufficient

to recommend the use of such materials as facings for

sound absorbing treatments in rooms. A facing material

which would not permit substantially all of the sound to

pass to the backing could not successfully compete with

other materials that were available. Norris, contrary to

the teaching of the art and prevailing ideas (Norris, I, 81,

94; Parsons, I, 235-8), found that he could use a facing of

rigid, reflective material, perforated to an amount that

would still provide a decorative facing and obtain absorp-

tion equal to, and in some instances slightly exceeding

that, of the sound absorbing material alone (Norris, I, 105;

Sabine, I, 206-7; II, 578).

The invention was described to the Court by plaintiff's

expert, Dr. Paul E. Sabine. For the past twenty years

Dr. Sabine has been the Director of Riverbank Labora-

tories which devotes its activities to acoustical research.

He is a graduate of Harvard University and an author of

a book on Acoustics and Architecture. He has written

a great many technical papers on the behavior of sound

in buildings and its control. He is a former president

of the Acoustical Societv of America and is Chairman of
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the Technical Advisory Committee of the Acoustical Mate-

rials Association (I, 126). On direct examination he de-

scribed the Norris invention as follows (I, 134)

:

"In other words, it provides for a construction con-

sisting of an absorbent backing, with a thin, self-sup-

porting perforated membrane or sheet, the combina-

tion of which is as efficient as a sound-absorber as the

sound absorber itself. And the further advantages

that are recited in the patent are that it is capable of

being cleaned indefinitely, can be decorated within a

wide range of possibilities, is fire-proof, and is vermin-

proof, and, in fact, has the advantages of a metal con-

struction over the fabric construction, textile fabric

construction, which had been used in the general prac-

tice prior to that time."

On cross-examination, he stated it in these words (I,

184):

*'I think Norris' discovery was in the fact that a

relatively small percentage of perforations would
maintain—^^a relatively small percentage of the per-

forations in a relatively rigid and self-supporting thin

sheet, would maintain, or allow the material back of

it to maintain, its full effectiveness as an absorbent.

That was Norris' discovery, in my estimation."

This is the invention of Norris which the District Court

held to be "new and useful and amounts to invention"

(I, 53) and which the appellee has appropriated in the

constructions charged to infringe.

Norris Invention Not Obvious

As nearly always occurs when one is charged with in-

fringement, the appellee contends that Norris' invention

was obvious from the teaching of the prior art. Appellee's

expert, Dr. Burt stated (I, 313) that he found nothing
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unexpected in the Norris patent. Such a statement, made
years after the issuance of the patent, must be critically

examined in the light of the history of the art, and the

bias of the witness.

If we first look at the question from a scientific stand-

point, we must consider what the prior art taught, and
how Norris departed from it. For that purpose the Dillon

patent (Def. Exh. C; II, 597) is the best guide, even though

Dr. Burt chose the Delaney patent as the best prior refer-

ence. Dillon taught the art that substantially all the sound

would pass through a perforated fabric facing to the ab-

sorbent backing. The earlier Sabine patent 1,205,939

(Pltf. Exh. 25; II, 580) had taught the art that an unper-

forated textile fabric, though it had been rendered imper-

vious by sizing, when used as a facing for a sound-absorb-

ing backing, would increase the sound absorption at certain

frequencies (Sabine, I, 147-8; II, 582, Is. 94-192). The
behavior of unperforated impervious fabric (oil-cloth) and
unperforated steel is entirely different (Sabine, I, 146-7;

Pltf. Exh. 23, tests Nos. 3 and 4; II, 578 and Pltf. Exh.

24, the graph to the left, curves B and C; IT, 579). The
unperforated, non-porous and impervious fabric (oil-cloth)

increases the absorption of the felt pad at three of the

five frequencies which are tested for commercial purposes

(Sabine, I, 144; Pltf. Exh. 21; II, 573) whereas unper-

forated sheet metal used as a facing for felt reduces its

absorption to practically nothing (Sabine, I, 147). The
known behavior of the perforated fabric of Dillon whether

the fabric itself is pervious or impervious did not teach

the art that sheet metal when perforated would perform

as Norris discovered it would. Dr. Sabine testified that

this was an unexpected discovery (I, 151):

"Q. Would you say whether or not that last result,

that is, the raising of the efficiency by the perforating

of a metal facing, was something unexpected at the

time of the Norris invention?

A. I should say definitely it was unexpected at that

time.
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Q. On what do you base that statement?

A. Simply on the showing of these curves, namely,

that you would not expect a material without test,

by the light of Nature, so to speak, which lowers the

absorbing efficiency at all frequencies, to act in the

same fashion as a material whose mechanical proper-

ties are decidedly different and which raises the ab-

sorbing efficiency at certain frequencies. You would
not expect the two materials to act in the same way."

The testimony of Mr. Parsons is to the same effect. He
is a research engineer who has been connected with the

acoustical end of the business of Johns-Manville Corpora-

tion, one of plaintiff's licensees, since 1910 (I, 221) and

during a period of that time has had charge of all the

research (I, 228). He testified as follows (I, 230-1):

" 'Q. Was there anything unusual about the use of

a metal facing for sound absorbing treatment!

*A. Well, that was principally the reason for the

publicity that was given to it. Sheet metal is consid-

ered to be one of the best sound reflectors that there

is, probably the best next to plate glass, and it was
rather extraordinary to use a membrane which was a

normally good reflector of sound, made into a very

efficient sound absorbent and this, of course, was
brought about by the perforation of the metal mem-
brane and the use of the sound absorbing element back

of it.

*Q. Was the efficiency of Sanacoustic tile surprising

to you?
*A. Well, it was rather peculiar. FVankly, I had

never dreamed of using a material of that character

as a sound absorbent. We had been organized and
had been operating under the late Prof. Wallace C.

Sabine of Harvard University who had done a tremen-

dous lot of research in developing sound-proofing con-

structions. Sheet metal was one of the principal mate-

rials that he used to prevent transmission of sound

from one room to another or one floor to another and
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naturally we always looked upon it as an insulator of

sound rather than a transmitter. However, it was
our past experience in Kribble-Kloth—it was easy to

see how it functioned the minute I saw it.'
"

In view of the unexpectedness of the discovery as shown

by Dr. Sabine's tests Nos. 3 and 4 (Pltf. Exh. 23; II, 578),

Norris has done a great deal more than merely substitute

an obvious material for one already known in the art. The
decision of this Court in Oliver-Sherwood Co. v. Patterson-

Ballagh Corp., 95 F.(2d) 70, is directly in point. In that

case the patents in suit were directed to the use of soft

rubber in a bearing adapted to be lubricated by water.

Hard rubber had been used for this purpose. In passing

upon the defense that the substitution of soft rubber for

hard rubber did not amount to invention, this Court stated

(p. 78):

''The real problem of using soft rubber in the bear-

ing or on a journal results from the intimate contact

with the metal which it supports. This contact leaves

no space for a lubricant on the surface which supports

the weight. Sherwood believed that he could force

water between the rubber and the steel and thus make
practical application of the desirable qualities of rub-

ber in the structure. We agree with the trial court

and with the Patent Office that this constituted inven-

tion and that patent No. 1,416,988 is valid as against

the claim of no invention.

While it is true that the substitution of one sub-

stance for another does not ordinarily constitute in-

vention, we cannot say beyond a reasonable doubt that

this use of soft rubber did not constitute invention

over the use of hard rubber, as we would be required

to do, to declare a patent therefor invalid because

anticipated by the patents for hard-rubber water
lubricated bearings."

Another angle from which the non-obviousness of Nor-

ris' invention is clearly apparent is the success it has
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achieved in the art (ante, p. 5). The deposition of Par-

sons throws light on this question. Prior to 1927, his

company did a very considerable business in Kribble-Kloth,

the product of the Dillon patent (I, 226). When the Nor-

ris product, Sanacoustic Tile, was placed on the market

in 1927 (I, 79) the Johns-Manville Corp. immediately felt

the effect of the competition and carried out considerable

research attempting to produce something within the scope

of the Dillion patent, under which it was licensed, which

could successfully compete with Sanacoustic Tile (I, 228-

30). The success of Sanacoustic Tile was not due to paid

advertising, but the product received much free publicity

due to its extraordinary character (Parsons, I, 230; Nor-

ris, I, 85-6). Johns-Manville therefore decided to obtain

a license under the Norris patent and did so in March,

1929 (I, 234). The success of the material, in spite of its

cost, is stated by Parsons as follows (I, 238)

:

*' 'Q. Does Johns-Manville Corporation make Sana-

coustic tile at the present time?

*A. Yes, sir.

*Q. Has that been a successful business?

*A. Very successful. Probably I would say it was
the most widely used acoustical material for commer-
cial work that there is on the market even though
it is next to the most expensive.' "

The royalties considerably exceed those of Kribble-Kloth

although the royalty rate of the Dillon license is higher

(I, 240):

* * * Q. Inasmuch as you have stated dollars and cents

figures with respect to Kribble-Kloth royalties, will

you give some comparative figures for Sanacoustic

tile?
* * * * *

[A.] 'The royalties on the Sanacoustic tile, at a lower

rate, have very considerably exceeded those of the

Kribble-Kloth.' "
i
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We appreciate the fact that commercial success based

upon huge advertising expenditures, or the bigness of the

company manufacturing a given product, might be a false

criterion by which to judge invention. Where, however,

the invention is first marketed with little or no advertis-

ing, and one of the largest manufacturers in the field work-
ing under the nearest prior art patent, is forced by com-
petition to request a license under the later patent, such

history should entitle the patent in suit to liberal treatment

by the courts. The appellee itself has been in this business

since 1924 (Smith, I, 279), but never offered the product

of the patent until at least 1929 (I, 280), the year the

patent issued and two years after appellant put the prod-

uct on the market. Appellee's expert Dr. Burt, never rec-

ommended the use of a rigid, perforated facing (I, 382)

although he states that it was an obvious arrangement.

The decision of this Court in Morton v. Llewellyn, et al.,

164 Fed. 693, is pertinent. In that case the court stated

(697):

''We find no contradiction of this testimony in the

record. Apart from the presumption of novelty that

always attends the grant of a patent, the law is that

where it is shown that a patented device has gone
into general use, and has superseded prior devices

having the same purpose, it is sufficient evidence of

invention in a doubtful case. The Barbed Wire Pat-

ent, 143 U. S. 275, 292, 12 Sup. Ct. 443, 36 L. Ed. 154;

Keystone Manufacturing Company v. Adams, 151 U.

S. 139, 143, 14 Sup. Ct! 295, 38 L. Ed. 103; Irwin v.

Hasselman, 97 Fed. 964, 38 C. C. A. 587; Wilkins Shoe
Button Co. V. Webb (C. C), 89 Fed. 982; National
Hollow B. B. Co. V. Interchangeable B. B. Co., 106

Fed. 693, 707, 45 C. C. A. 544."

There are many other decisions to this same effect. A
recent one is the decision of the Court of Appeals of the

Sixth Circuit in the case of Forestek Plating <& Mfg. Co.

V. Knapp-Monarch Co., 106 F. (2d) 554.
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The District Court's finding is also pertinent on this

question. Finding 13 (I, 51) is as follows:

**13. None of the prior art patents or publications

cited discloses the combination of a backing of sound-

absorbing material with a thin facing of a stiff, self-

sustaining material that is sound reflecting and sub-

stantially non-sound-absorbing, in itself, and is per-

forated to such an extent and in such manner that the

sound absorbing material is substantially concealed by
the facing.*'

This finding should dispose of the argumentative defense

of obviousness especially in view of the evidence to the

contrary.

The Prior Art

Of the references relied upon at the trial the decision

of the lower court refers to only four. In his decision

Judge James stated:

''The patent in suit is exceedingly narrowed in its

scope by the prior art. Delaney, Dillon and Mazer, in

their several patents, were in the same inventive field

but without particularly discussing the patents re-

ferred to, I am of the opinion that Norris had dis-

covered something under his Claim 4 which is main-

tainable as a patent right." (I, 45-6)

None of them discloses the combination which the Court

found to be new in Norris, namely, a backing of sound

absorbing material and a thin facing of a self-sustaining,

non-sound-absorbing, reflective material which is perfor-

ated in such manner as to substantially conceal the sound

absorbing material but to permit the sound waves to pass

through to the backing and be absorbed (Finding 13; I,

51). The omission of the trial judge to discuss the pat-

ents in his opinion is imfortunate because there is no basis

_J
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for his statement that these references narrow the scope

of the patent in suit. Being file wrapper references they

are not entitled to the same weight that would be given

them if they had not been cited and overcome in the Pat-

ent Office.

Hildreth v. Mastoras, 257 U. S. 27;

Gairing Tool Co. v. Eclipse Interchangeable Coun-
terbore Co., 48 F. (2d) 73 (C. C. A. 6th);

Gordon Form Lathe Co. v. Walcott Machine Co.,

32 F. (2d) 55 (C. C. A. 6th);

General Electric Co. v. Save Sales Co., 82 F. (2d)

100 (C. C. A. 6th).

Before considering the claims it is probably advisable

to first examine the prior art and see how Norris differs

from it.

Dillon Patent (II, 597)

We have referred to this patent in the preceding section

dealing with the non-obviousness of the Norris invention.

It is the closest approximation of the Norris invention in

the prior art. The Dillon construction was in direct com-

petition with the Norris construction and was practically

forced off the market by it (Parsons; I, 227-8). Under
the doctrine of Morton v. Llewellyn (ante) this fact alone

should dispose of Dillon.

Dillon discloses a backing of sound-absorbing material

and a facing of perforated fabric. Appellee contends that

the substitution of perforated sheet metal or other non-

sound-absorbing, reflective material for the perforated

fabric of Dillon was an obvious change. We first call at-

tention to the history of the art to show the non-obvious

character of this change. Furthermore, the differences in

the behavior of unperforated fabric and unperforated sheet

metal confirm the history of the art that Norris did not

make a merely obvious substitution. Test 3, Exh. 23 (II,

578) shows that the combination of an absorbent whose
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average sound absorption is 75.5% with an unperforated

fabric facing has a sound absorbing average of 60%. This

is a relatively high sound absorbing average, and, as shown

by Finding 7 (I, 49), is well above the 20% limit of non-

sound-absorbing. On the other hand, test 4 (II, 578) shows

that the same backing when covered with unperforated

sheet metal has an average sound absorption of 12%. This

difference in behavior between unperforated fabric and un-

perforated sheet metal shows why the industry continued

to use the Dillon invention for the period of six or seven

years between the date of the patent and Norris ' invention.

The Trial Judge specifically found that Dillon did not teach

the Norris invention (Finding 15; I, 51-2) and, in view of

the many advantages of a stiff, self-sustaining facing mem-
ber over the fabric facing of Dillon (I, 138-9; 247-252),

it is submitted that the Trial Judge was correct in finding

invention present in Norris. In Finding 15, in discussing

this reference, the Court held:

n* * # j|. ^^g assumed by the man skilled in the

art that at the date of the filing of the Norris ap-

plication that it was necessary to have a perforated

fabric or other non-reflective material which, when im-

perforated, was capable of transmitting sound in order

to have a high sound-absorbing eflSciency and that a

perforated, self-sustaining, stiff non-sound-absorber

would interfere with the sound-absorbing efficiency of

the absorber back of it."

Mazer Patent 1,172,379 (II, 601)

Because of this patent, the claims of the Norris patent

define the perforations in the language used in certain of

them, such as claims 1 and 3. Mazer discloses several modi-

fications but any one form is as pertinent as the other in

connection with the question of anticipation of Norris. The

following discussion is therefore restricted to Figs. 1 to 4

and to the reference numerals employed on those figures.
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Mazer provides a sound absorbing felt pad 11 for wall 2,

between upper and lower metal pans 4 and 15, the felt

pad resting on cross members 15e of the lower pan. The
lower pad also forms a frame for supporting a non-perf-

orated decorative fabric facing 14. Although the member
15 is not a facing and is cut away as much as possible

in order to expose the felt to the sound and to leave cross

members 15e to support the pad, the Patent Office Ex-
aminer required Norris to differentiate from this reference

in terms (II, 491, 493-4, 536) and the relatively small

perforations of the Norris construction were therefore de-

fined in the language now employed in some of the claims

which the trial court held to be indefinite. Thus claim 1

states that the facing is perforated to expose an apparently

substantially continuous surface to the sound waves and
claim 3 states that the perforations are widely distributed

over the area and small enough to conceal the sound-

absorbing material. Appellee's expert defined the member
15 as a facing member but the patentee defined it in line

55 of page 1 (II, 605) as the facing material holders. Again
in line 58 of page 2 in the specific description this member
is defined as follows:

"At the time of securing the frames in place the

outer facing 14 of tapestry or any other desired decora-

tive material is secured in place and said material is

stretched over the supplemental frame 15 which may
be formed of metal with the flanges 15a." (II, 606)

Mazer does not provide a perforated facing of a sound-

reflective material but on the contrary employs a facing of

unperforated fabric and the member which appellee urges

as a perforated facing member is a frame to hold the fabric

facing and support the felt. This frame is cut away as

much as possible to permit the sound waves to pass through

to the felt backing. The District Court found as follows

with respect to the Mazer patent (I, 52)

:
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"16. The Mazer patent 1,172,379 discloses a sound-

absorbing pad retained in a frame member which is

cut away as much as possible to expose the felt pad to

the sound. It is further provided with a facing of

non-perforated fabric.
'

'

Mazer Patent 1,483,365 (II, 616)

This patent discloses a structure in which the sound is

absorbed in the apertures of the facing. In Figs. 3 and

4 it discloses structures in which sound-absorbing material

is placed behind the facing, but there is no statement any-

where in the patent that the forms of Figs. 3 and 4 operate

any differently from those of the other figures. Appellee's

expert, Dr. Burt, admitted this to be true (I, 372-5).

Mazer's facing material is either a sound-absorbing ma-

terial per se or the apertures are so formed that they

expose suflScient surface in them to provide eflficient sound

absorption. The absorption of the sound in the apertures

is graphically illustrated in Fig. 2 of the drawings and

in defining these apertures, the patentee states in line 65

of page 1 (II, 619) that they are of much greater length

than width. In the sentence beginning in line 96 of page 1

the patentee states:

"Therefore by providing long narrow apertures, the

length of which is considerably greater than the width

of the openings, I have a construction that is highly

sound-absorbing, since it will cause a rapid decay of

the sound even though the materials of which it is com-
posed and which form the walls of the apertures, are

not themselves highly sound-absorbing."

Norris on the other hand employs a facing member of

non-sound-absorbing material that is thin and in which

none of the sound is absorbed in the apertures. He de-

scribes the facing member as a membrane (page 2, lines

34 and 70; II, 456). Appellee's expert. Dr. Burt, defined

a membrane as follows

:
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**A. My conception of a membrane in this art is a

thin partition, thin wall, thin separation—the general

conception of membrane." (I, 337-8)

The Mazer combination is therefore entirely different from

that of Norris and it differs from Norris in its mode of

operation. Norris' facing, in and of itself, has substan-

tially no sound-absorbing ability (Pltf. Exh. 23, Test #2;
II, 578). The District Court accepted appellant's interpre-

tation of this reference and found as follows with respect

to this patent (I, 52)

:

*'17. The Mazer patent 1,483,365 discloses a struc-

ture which operates upon an entirely different princi-

ple from Norris. Mazer employs a thick material in

which the sound is absorbed in long and narrow aper-

tures extending from the exposed face of the material.

"

Delaney Patent (II, 623)

The Delaney patent was chosen by appellee's expert as

the closest to the disclosure of the Norris patent (I, 395-6)

:

''A. In my opinion perhaps the closest would be—^it

is very difficult, because different ones come close in

different ways. I would perhaps say Delaney, but

not in all respects.

Q. Looking at the picture from every angle, and

picking out one patent as the closest, you have picked

out Delaney?
A. I believe I would."

The patent discloses a hollow building block which is pro-

vided with a sound absorbing facing a, having perfora-

tions b and a filling d of absorbing material. In the sen-

tence beginning in line 51 of page 1 (II, 625) the patentee

states that this facing may be made of metal. On the basis

of this statement Dr. Burt testified that Delaney discloses

a facing of a reflective material, perforated to permit
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passage of sound (I, 298). It is clear, however, from a

reading of the entire patent that the reference to metal

in line 56 is a catch-all phrase (I, 435), probably inserted

by the specification writer, and is out of harmony with the

rest of the specification. In the paragraph beginning in

line 39, the patentee definitely states that the exposed sur-

face of the block is formed of sound absorbing material.

Fig. 2 is there defined as a face view of the exposed or

sound absorbing surface. Furthermore in the paragraph

beginning in line 81 it is stated that the perforations b

give the facing a high sound absorbing value. Dr. Burt
attempted to interpret the latter statement as being an

alternative statement. He testified as follows: (I, 335)

**Q. But if Delaney is going to have a facing of a

porous nature and with a high sound-absorbing value,

as stated in the paragraph beginning line 81, the word
'metaP is in disagreement with that, is it not?

A. He says preferably, but he does not say of

necessity."

The word "preferably", to which the witness referred,

appears in the first clause of the sentence and relates to

the type of material to be used for the shell. In the second

clause it is definitely stated ''the perforations b in the

facing give such facing a high sound absorbing value'

'

and there is therefore no question that this facing is in-

tended to be as there stated, which is in accord with lines

39 to 41 of the specification.

The witness' interpretation of the patent, based upon

his transposition of the word ''preferably" into the sec-

ond clause of this sentence is therefore wrong. We submit

that reference to metal in a patent which clearly discloses

a facing having a high sound absorbing value did not teach

the art the combination of the Norris patent (Sabine; I,

435). Dr. Sabine accurately described the Delaney con-

struction (I, 428-9), and again pointed out that the facing

is described as a sound absorbent on cross examination

(I, 437-8).



25

To use a metal facing and carry out the teachings of

the Delaney patent would be practically impossible. To
expose enough surface in the apertures b to make a metal

facing that would be of a "high sound absorbing value"

would require a metal facing of a thickness that would be

impractical (Sabine; I, 429-30, 435). The reference to

metal in the Delaney patent would not teach the Norris

combination but would teach one to use a facing having a

high sound absorbing value. It is the type of statement

which has frequently been held by the Courts to be ineffec-

tive as an anticipation. In discuaeing such a reference,

the Court of Appeals of the Sixth Circuit in the case of

Haynes Stellite Co. v. Chesterfield, et al, 22 F. (2d) 635

(C. C. A. 6th), stated (p. 637)

:

''This seems to be one of those general descriptions,

which are intended to be all-embracing and which pro-

duce nothing concrete. Haynes' idea is not present.

Leffler thought he could use two or more, and seem-
ingly any two or more, of his list of metals. He would
therefore have satisfied his disclosure if he had put
nickel and cobalt into his iron without any chromium,
or if he had put in tungsten and chromium without

any cobalt, or if he had put in copper and lead without

cobalt or chromium. Such hit or miss reference does

not disclose the combination of cobalt and two of the

chromium group.*'

The District Court also found that the Delaney patent

does not anticipate Norris and specifically held the facing

material of Delaney to be a sound-absorbing material pro-

duced either through employment of a porous material

having perforations or through the use of a non-sound-

absorbing material having long, narrow apertures in it

in which the sound is absorbed as disclosed in the Mazer
patent 1,483,365. In Finding 18 the District Court further

stated (I, 52-3)

:

*'* * * This patent did not teach the art that a thin,

self-sustaining facing which is substantially non-sound-
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absorbing, when perforated to a limited extent so as

to substantially conceal the sound-absorbing backing,

would permit passage of substantially all of the sound

to the backing to be absorbed."*

Appellant's Structures

Having discussed the Norris patent and those prior art

patents which were considered by the District Court, it

would be well to have the appellee's construction in mind

before discussing the claims.

Appellee is charged with infringing the Norris patent

by making, selling, assembling and installing and offering

to make, sell and install sound treatments consisting of

Rock wool and various facings of perforated, non-sound-

absorbing materials (Exh. 4; I, 71). In each instance it

used a backing of Rock wool of 1^/4 to 11/2" thickness (I,

268). Rock wool is a sound-absorbing backing of the type

disclosed in the Norris patent and therefore answers one

element of the Norris combination. Of the perforated fac-

ings which the appellee employed those of Exhibits 5 to 8

and 42 to 43 were formed of sheet metal and that of Ex-

hibit 9 was formed of hard board, which is a non-sound-

absorbing material (I, 98). Thus in each of the construc-

tions which were made, sold or offered for sale by the

appellee, there was present the combination of a perforated

non-sound-absorbing facing and a backing of sound-absorb-

ing material. It is therefore apparent that the appellee

used the combination of the patent in suit and not the

constructions of the prior art patents which it now asserts

taught the Norris invention to the industry.

Subsequent to the decision in this case, a case was tried in

Southern District of California (Delaney Patents Corp. v. Johns-

Manville, et al., 43 USPQ 105) charging a licensee under the

Norris patent with infringement of the Delaney patent (p. 108),

and the suit was dismissed on the ground of non-infringement.
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Claims in Suit

Claims 1, 3, 6 and 10

Claims 1, 3, 6 and 10, which were held to be ''too broad
and general" read as follows:

1. In the combination of sound-absorbing material

and a facing therefor, a thin sheet of perforated metal

forming such facing, the ratio of the unperforated

area of said sheet to the openings therein being such

as to expose an apparently substantially continuous

surface to the sound waves.

3. In the combination of sound-absorbing material

of high efficiency and means for confining and conceal-

ing the same, a thin layer of self-sustaining, non
sound-absorbing perforated material constituting such

means, the opening therein being widely distributed

over the area exposed to the sound waves and small

enough to substantially conceal the sound-absorbing

material.

6. A sound-absorbing structure comprising sound-

absorbing material and a thin, self-sustaining material

concealing the same with a multiplicity of small open-

ings therethrough of average dimensions greater than

the thickness of said self-sustaining material.

10. The combination with sound-absorbing material

having an efficiency in excess of 70%, of thin, dense,

foraminous material having an efficiency less than 25%,
forming a facing therefor, the openings in said dense

material being spaced, as specified herein, to permit

the transmission of sound waves in such manner as

to result in an efficiency in the combined materials in

excess of that of said sound-absorbing material.

The italicized portions of these claims are the portions

which describe the size and arrangement of the perfora-
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tions in the facing materials and are the portions upon
which the District Judge based his holding that the claims

are "too broad and general". Thus in considering claim 1,

he stated that it is

**too broad and general and not specific enough in its

details in view of the prior developed art". (Opinion;

1,46)

Claims 3, 6, 10 and 11 were held invalid on the same
grounds (I, 46). As none of the prior art patents dis-

closes the Norris combination, the statement that claim 1

is not specific enough in view of the prior developed art

is an error. If the invention of Norris resided in any par-

ticular range of perforations or any particular size of per-

forations, the lower court's comment would be in point, but

in the absence of a disclosure of the Norris combination

in the prior art, the question of anticipation does not arise,

and the claims are sufficiently specific in details if they

comply with the requirement of the Statute that the inven-

tion be described in terms which set it forth with sufficient

detail to enable others to understand what it is.

The Trial Judge's real objection to those claims seems

to be that they are "too broad and general", not in the

light of the prior art, but in that they fail to clearly set

forth the invention. In support of this, the court relies

upon General Electric Co. v. Wabash Appliance Corp., and

M. Swift S Sons, Inc., v. W. H. Coe, (ante). Those cases are

not in point. In each of them the patent in question was

fatally defective because the specification contained no dis-

closure of what the invention was. While the decision of the

Supreme Court in the General Electric case contains a

rather extended discussion of the claims of the Pacz pat-

ent, it is based primarily upon the fact that there is a total

lack of disclosure of any invention in the specification. In

the present case reference to the specification shows what

is meant by the language of the claims. The Supreme

Court did not hold that terms of function and result can
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never be used in a claim, Tiius on pages 371 and 372 it

stated

:

**A limited use of terms of effect or result, which
accurately define the essential qualities of a product

to one sldlled in the art, may in some instances be

permissible and even desirable, but a characteristic

essential to novelty may not be distinguished from the

old art solely by its tendency to remedy the problems
in the art met by the patent."

Judged in the light of this statement the claims of the

Norris patent are valid. The Pacz patent in the General

Electric case was directed to tungsten filaments for incan-

descent lamps. Tungsten filaments were broadly old, and

the invention was alleged to reside in the grain size of the

tungsten. There was no description, either in the specifi-

cation or claims, of this grain size except in terms of func-

tion and the claims therefore were held invalid.

Norris, on the other hand, disclosed an entirely new
type of facing for sound-absorbing treatments (Finding

of Fact 13; I, 51). None of the prior art patents discloses

"a thin sheet of perforated metal forming such facing"

(claim 1) or ''a thin layer of self-sustaining, non-sound-

absorbing perforated material" (claim 3). The size and

arrangement of the perforations in the Norris facing are

of secondary importance as long as the facing functions

to conceal the sound-absorbing material "under ordinary

observation short of close scrutiny" (Opinion; I, 45). The
description of the perforations in these claims is therefore

"A limited use of terms of effect or result" of the character

approved by the Supreme Court in the preceding quotation.

On page 373 the Court approved reference to the speci-

fication for the purpose of interpreting broad or functional

statements in a claim but stated that the specification in

the Pacz patent furnished no help. In discussing this

point the Court stated:
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''Assuming that in a proper case a claim may be

upheld by reference to the descriptive part of the

specification in order to give definite content to ele-

ments stated in the claim in broad or functional terms,

the specification of the Pacz patent does not attempt

in any way to describe the filament, except by men-

tion of its coarse-grained quality."

The patent in suit, unlike Pacz, contains a complete dis-

closure of the invention. Beginning at the top of the

second column of page 2 (II, 456) of the patent, Norris

discussed the size of the openings and the ratio of per-

forated area to non-perforated area in various embodi-

ments of the invention, in considerable detail. This dis-

cussion continues to the bottom of the first column of page

3 so that substantially an entire printed page of the patent

is devoted to this feature of the invention. Beginning

in line 76 of page 2 the specification states that the per-

forations may cover from 0.4% to 35% of the total area.

In the sentence beginning in line 90 of page 2 the minimum
diameter of 0.0073 inch for a round opening is set forth.

From line 104 of page 2 to line 55 of page 3 the specifica-

tion sets forth various spacings of a given size perfora-

tion (and therefore various percentages of perforated area)

for absorbing sounds of different frequencies. In the sen-

tence beginning in line 46 of page 2 it is stated that the

number of perforations per square inch is preferably less

than 16. Thus the disclosure of the specification is very

full and complete with respect to the size of the openings,

the spacing of the openings and the total amount of per-

forated area. As a matter of fact, the Norris patent is

distinctive among patents in this art in the completeness

of the disclosure. The Mazer, Delaney and Dillon patents,

which are the only references discussed in the opinion and

all of which disclose perforated facings, contain no disclo-

sure whatever with respect to the size of the openings,

the spacing of the openings or the percentage of the total

area which is perforated. The claims of a patent must be

read in the light of the specification and, when the expres-
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sions in the claims of this group to which the District

Court objected are interpreted in view of the portion of

the specification referred to, they are sufficiently definite,

and properly express the Norris invention.

In the case of M. Swift S Sons, Inc. v. W. H. Coe Mfg. Co.,

the specification also failed to disclose the alleged invention.

The Swift patent was directed to gold leaf, and the inven-

tion resided in the use of a sizing containing yellow ochre.

The patentee testified that the quantity of yellow ochre

would vary with different materials to which the leaf was

applied, but the patent contained no statement of the quan-

tity or proportion of yellow ochre to be used.

Law Applicable to Claims 1, 3, 6 and 10

Indefiniteness of claims has been considered by the

courts in many cases. In Schull Perforating Co., Inc., v.

Cavins, et al., 94 F. (2d) 357, it was considered by this

Court. The question presented was directed to the mean-

ing of the phrase *' delayed movement" in the claims in

suit. The defendants contended that the claims were in-

valid because of the indefiniteness of this phrase. In its

decision the Court stated (p. 364)

:

"The patentee is entitled to have the claims of the

patent construed with reference to the drawings and

specifications. Where the means referred to in claims

are clearly shown in the description of the patent, this

description is sufficient to cover the means thus dis-

closed and its mechanical equivalents. Walker on Pat-

ents, 6 Ed., vol. 1, p. 195, § 162a. This was this court's

holding in Henry v. City of Los Angeles, supra. See,

also, Wessell v. United Mattress Mach. Co., 6 Cir., 139

F. 11, 15. Furthermore, the term 'delayed movement,'

while not defined with exactitude in the patent, is

clarified by the drawings and also by the purpose

sought to be achieved by the delayed movement as

declared in the patent description."
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In the case of Black <& Decker Mfg. Co. v. Baltimore

Truck Tire Serv. Corp., 40 F. (2d) 910 in which the Dis-

trict Court held certain claims invalid as being too broad,

the Circuit Court of Appeals of the Fourth Circuit, in

reversing the District Court, stated (p. 914)

:

*'It is said that the fifth claim is too broad and is

anticipated by the Witherell patent. We do not think

so. * * * it is elementary that the language of the

claims is to be construed in the light of the descrip-

tion and drawings. Hogg v. Emerson, 11 How. 587,

13 L. Ed. 824; Wicke v. Ostrum, supra, 103 U. S.

461, 468, 26 L. Ed. 409, Jones v. Evans (€. C. A. 7th)

215 F. 586."

Claim 1, when properly interpreted, describes the Norris

invention and is clearly understood by the man skilled in

the art (Sabine; I, 199-200, 213; Parsons, I, 256). Under

such circumstances the Court should adopt a reasonable

interpretation of the claim and sustain it.

See also General Electric Co. v. P. R. Mallory d Co.,

298 Fed. 579 (C. C. A. 2) in which the Court stated (p. 588)

:

*'We considered in our first decision the whole ques-

tion of the terminology of the claims as well as of the

disclosure. It is really covered by the doctrine so

thoroughly discussed in Eibel Co. v. Minnesota &
Ontario Paper Co., 261 U. S. 45, 43 Sup. Ct. 322, 67

L. Ed. 523. Eibel Process Co. v. Remington-Martin
Co., 234 Fed. 624, 148 C. C. A. 390. The point is that,

while critics may point out, and have pointed out, in-

definiteness in language, the practical man acquainted

with the art has been proven perfectly able presumably
to use the patent in making what Langmuir's assignee

made first, witness the multitude of infringements

productive of litigation. Patents often lend themselves

to fine-spun theories; but it is singular how plain they

are, if they are worth anything, to the man who wishes
to infringe for profit."
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In the prior case referred to, General Electric Co. v.

Nitro Tungsten Lamp Co., 266 Fed. 994; the Court (Judge

Hough) stated (p. 1000)

:

"Nor is it perceived that any claim before us is

open to the charge of indefiniteness. On the contrary,

if such a claim as that originally suggested and above

quoted had been allowed, it would surely have been

accused of attempting Ho corral the art by the use

of comprehensive indefinite terms,' and to 'foreclose

broadly against the future.' Kintner v. Atlantic, etc.,

Co. (D. C.) 249 Fed. at page 77. We reassert the

statement of Eibel, etc., Co. v. Remington, etc., Co.,

234 Fed. at page 632, 148 C. C. A. 390, that it is well

not to attempt definition, but to consider the alleged

indefiniteness of a claim in the light of the facts of

each particular case. On the present facts, it is clear

that it was (1) impossible to define the parts of Lang-

muir's lamp in millimeters or other dimensional units;

and (2) no such effort was necessary to instruct the

skilled man how to make the lamp of the patent.

It was impossible to give exact measurements, be-

cause the economic object of the lamp was to diminish

the wattage per candle, and dimensions must be pro-

portioned to the designed wattage; i.e., substantially

to the size of the lamp—something to be worked out

according to rules presumably long familiar to a com-
petent electrical engineer. It was unnecessary to do

more than state the limits of invention in terms of

result, because the results desired are not functional,

and do indicate limits in terms of lamp life and candle

power which are likewise presumably quite familiar

to any competent electrician. When a claim defines

achievement in words no broader than the disclosure,

and in phrases which, as interpreted by competent
workers in the art, tell one how to do what the patentee

did, it can rarely be called indefinite."

The phrase ''widely distributed over the area" (claim 3)

is not indefinite (Findings of Fact 5, I, 48; II, 536-7) and

it is believed that the statement that the openings are small



34

enough to substantially conceal the sound-absorbing mate-

rial is sufficiently definite in view of that portion of the

specification which discloses the size of the openings. See

Fowler d Wolfe Mfg. Co. v. McCrum^Howell Co., 215 Fed.

905 (C. C. A. 2) which states (p. 909):

'
'We cannot understand why the court below should

have reached the conclusion that an invention de-

scribed in the specification but not included in the

'claims' cannot be protected by a patent. We regard

the law as well established that the claims of a patent

are to be construed in the light of the specification.

It is quite true that the claims fix the extent of the

protection furnished by the patent. McClain v. Ort-

mayer, 141 U. S. 419, 12 Sup. Ct. 76, 35 L. Ed. 800;

Sutter V. Robinson, 119 U. S. 530, 7 Sup. Ct. 376,

30 L. Ed. 492 ; Burns v. Meyer, 100 U. S. 671, 25 L. Ed.

738. But it is equally true that the specification may
be referred to for the purpose of limiting the claim

although not available for expanding it. McClain v.

Ortmayer, supra. Dey Time-Register Co. v. W. H.
Bundy Recording Co. (C. C.) 169 Fed. 807, 813
(1909)."

Claim 6 is likewise sufficiently definite. The specifica-

tion repeatedly refers to the use of thin, sheet metal, the

meaning of which should be apparent to anyone skilled in

the art and which the trial judge accepted as sufficiently

definite (I, 45, 49). If the openings are larger in average

dimension than the thickness of the sheet and provide a

total perforated area that does not expose the sound dead-

ening material to view, short of close scrutiny, the claim

is sufficiently definite.

Claim 10 is also believed to be sufficiently definite in

view of the fact that Norris discloses the first instance

of the combination of a perforated, self-sustaining, thin

facing of reflective material.

Attention is also called to the case of Vacuum Cleaner

Co. V. Innovation Electric Co., Inc., 239 Fed. 543. In that
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case the claim in issue included a narrow inlet slot of a

vacuum cleaner, and was attacked on the ground of indefi-

niteness. The Court of Appeals of the Second Circuit, in

overruling this defense stated (p. 546-7)

:

**It is further contended by the defendant that the

words 'narrow inlet-slot' should either be confined to

a very narrow slot of one-half inch in width or under,

or should be regarded as void for indefiniteness. It

was said by this court in the recent case of Eibel Proc-

ess Co. V. Remington-Martin Co., 234 Fed. 624

C. C. A , where it had been urged in argument
that such words as 'substantial elevation,' 'high eleva-

tion, ' and ' rapidly ' rendered the claims void for indefi-

niteness and uncertainty:

'It is difficult to lay down a rule, and it is best to

confine the test of indefiniteness to the facts of a

particular case. Where, as here, the principle of

operation is made clear, * * * and the worker in the

art has no difiiculty in following the directions, then

a claim using the phraseology of claims 1, 2, and 3

will not be held invalid. Any other construction

might readily result in depriving a meritorious in-

vention of its commercial value.

'

The District Judge, upon the application for a pre-

liminary injunction, said

:

'Obviously, "narrow" cannot be defined within

exact mathematical limits. Kenney produced a vac-

uum as distinguished from an air current. The tool

had a narrow inlet-slot and made a sealing-contact

with the surface to be cleaned. The specification and
the claims did not limit Kenney to exact mathemati-
cal dimensions, for to have done so would have ren-

dered the patent useless, and would have amounted
to an open invitation to avoid infringement by means
of slight changes. Narrow, of course, does not mean
as wide as the Atlantic, nor as restricted as the eye

of a needle. It means the width relatively which.
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in conjunction with the other elements relied on pro-

duces the vacuum result, whereby the dirt is sucked

up and not blown up as in the air-current principle;

and, of course, the device must be operative because

patents are not abstractions but real things.* "

Claim 11

In the opinion of the District Court claim 11 is held

invalid on the same grounds as claims 1, 3, 6 and 10 (I, 46).

This claim reads as follows:

11. Means for deadening sounds reflected from a

hard surface, comprising a layer of sound-absorbing

material between the source of sound and said hard
surface, and perforated sheet metal adjacent said

sound-absorbing material between it and said sound
source, the openings in said sheet metal being substan-

tially uniformly distributed over its surface and hav-

ing a total area less than the unperforated area of said

metal.

The decision does not really state what the District Judge

had in mind in considering this claim. Claim 11 is certainly

not indefinite because it states that the total area of the

perforations is less than the unperforated area of the sheet

metal. The claim is thus directed to any structure in

which the perforated area is less than 50% of the total.

There is no art that renders such a claim invalid. Other

than the patents discussed, the prior art includes very

general statements in literature references (which the trial

judge did not consider of sufficient importance to discuss

in his opinion) to the effect that where sound strikes a per-

forated barrier, the total amount of sound which will pass

the barrier is greater than the ratio of perforated area

to non-perforated area. Therefore, the prior art would

teach that a facing of the Norris type, if perforated up to

50%, would permit more than 50% of the sound to pass,

but it did not teach that all of the sound would pass through
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such a facing. No one prior to Norris actually made the

combination of a backing of sound-absorbing material and

a perforated facing of a thin, self-sustaining, reflective

material. The claim is therefore not anticipated.

Where a patent discloses an invention that is admittedly

an advance in the art and has been so recognized by the

industry, it is submitted that the Court should be liberal

in interpreting the claims and should not penalize the in-

ventor for obtaining claims commensurate in scope with

this invention. Obviously the perforated facing of the

Norris construction does not completely conceal the sound-

absorbing material, but any facing formed of the materials

disclosed in Norris which apparently conceals or masks

the sound-absorbing material embodies the Norris inven-

tion. As the Trial Judge stated, it means a facing * 'which

will not expose to view the sound-deadening material, under

ordinary observation short of close scrutiny'* (I, '45). To
define such a structure in claim language is not a simple

matter. Many factors enter into the size, spacing and

number of openings and these factors vary under different

conditions, such as the distance between the observer and

the installation, whether a design or pattern is applied to

the facing, and the color of the absorber. Several of the

witnesses testified to the difficulty of stating mathemati-

cally the size openings which may or may not come within

the scope of the patent (Norris, I, 101; Sabine, I, 201,

212-3; Parsons, I, 243; Smith, I, 283-4). It would be a

simple matter to draft claims defining the size of the open-

ings as not exceeding a certain fraction of an inch and

defining the ratio of perforated area as not exceeding a

certain percentage of the total area but claims of this sort

result in the situation presented by claim 4 which the Dis-

trict Court sustained. This claim is directed to a facing

in which the perforated area does not exceed 16% of the

total area. If this is the only claim that is finally sus-

tained, the patent is substantially worthless because the

entire industry is then invited to use a facing 17 or 18%
open which would not be distinguishable by the ordinary
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observer from a structure within the scope of claim 4,

such as Exhibit 14 the product of one of appellant's licen-

sees. As previously pointed out, the only reason for these

expressions in the Norris claims was to differentiate from

Mazer 1,172,379 (II, 601) in which substantially all of the

metal frame 15 is cut away forming large windows as com-

pared to the small perforations of Norris. The surface

of Mazer is discontinuous, the openings are concentrated

and not widely distributed, the exposed surface therefore

is not continuously decoratable. The phrases which the

District Judge considered indefinite were considered to

be sufficiently definite by the Patent Office Examiner.

This Court has recently recognized this type of difficulty

in drafting patent claims that are sufficiently definite and

at the same time furnish the scope of protection to which

the inventor is entitled. In the case of Research Products

Co. V. Tretolite Co., 106 F. (2d) 530 the Court stated (p.

532):

"The claim of indefiniteness is not free from diffi-

culty, and will be considered first. The difficulty is

inherent in the problem of expressing the discovery

of the patentee in a form sufficiently definite to teach

his process to those familiar with the art, and suffi-

ciently broad to cover the invention."

The situation here presented is clearly one in which the

inherent difficulty recognized in the Tretolite case is pres-

ent and we submit that the Court sliould realize that diffi-

culty and not deprive the patent owner of his property

on what appears to be a technicality. Any construction,

however, employing a thin self-sustaining, perforated fac-

ing of a non-sound-absorbing, reflective material in which

the facing masks the sound-absorbing material embodies

the Norris invention. The decision of the Circuit Court

of Appeals of the Third Circuit in the case of Allen Filter

Co. V. Star Metal Mfg. Co. et al, 40 F. (2d) 252 in which

the court stated the following is particularly pertinent (p.

254):



39

**Nor is patentability defeated because the boundary
line between coils coming within the patent and those

falling outside it is not marked with equatorial pre-

cision. It would have been difficult, if not impossible,

to mark it more definitely. It is as fixed and certain

as was the boundary in Van Heusen Products v. Earl

& Wilson (D. C.) 300 F. 922. It is sufficiently obvious

to enable those skilled in the art to locate it. The law
requires nothing more. Eibel Co. v. Paper Co., 261

U. S. 45, 43 S. Ct. 322, 67 L. Ed. 523. We think the

claims are valid. '

'

See also the case of Research and Development Corp.

of Illinois V. Chase et al, 88 F. (2d) 353 (C. C. A. 7) (p.

354):

** Appellant admits novelty in the specific combina-

tion described and claimed by Chase, but contends that

the claims are invalid because insufficient under the

statute, 35 U. S. C. A. §33, which requires that the in-

vention shall be described *in such full, clear, concise,

and exact terms as to enable any person skilled in

the art or science to which it appertains, or with which
it is most nearly connected, to make, construct, com-
pound, and use the same.' It contends also that it

does not infringe and that appellees are estopped to

assert a scope of invention broad enough to include

appellant's structure. * * *

Appellant contends, however, that the claims should

be held invalid because they state merely a problem,

a mere abstraction. • * *

However, we observe that in his description and
specifications. Chase made full disclosure of every step

taken by him. He pointed out the relative association

of the different elements of the combination, the func-

tion to be performed by each, the details of construc-

tion, the manner of the application of the device and
the process of operation, even to minute details. So,

it seems to us, upon reading the claims and descrip-

tion, any person skilled in the art to which they apper-
tain, could make, combine and use the same, as con-

templated by law.
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An invention of the character disclosed in the Norris

patent is entitled to a fair interpretation and to a substan-

tial range of equivalents. The law was thus stated by this

Court in Reinharts, Inc., v. Caterpillar Tractor Co., 85 F.

(2d) 628 (p. 636)

:

"* * it is not true that only primary patents are

entitled to invoke the doctrine of equivalents. Con-

tinental Paper Bag Co. v. Eastern Paper Bag. Co.

supra, 210 U. S. 405, at page 415, 28 S. Ct. 748, 52

L. Ed. 1122. A patent for a meritorious improvement
in an old art is entitled to liberal treatment. Eibel

Process Co. v. Minnesota & Ontario Paper Co., 261

U. S. 45, 63, 43 S. Ct. 322, 67 L. Ed. 523. The Tumbull,
Holt, Wickersham and Whitacre inventions, though
not basic or primary, are substantial and important
and are, therefore entitled to a fair range of equiva-

lents. Stebler v. Riverside Heights Orange Growers'
Ass'n (C. C. A. 9) 205 F. 735, 740."

Claims 5, 8 and 14

These claims were held invalid on the ground that they

are not directed to the Norris combination as set forth

herein. The Court held that the language of these claims

does not exclude a facing that has a definite and material

measure of sound absorption (Con. Law 4; I, 53) and that

therefore they are readable upon prior art structures em-

ploying a perforated facing of a sound-absorbing material.

These claims are as follows

:

5. Sound-absorbing means comprising, in combina-

tion, sound-absorbing material and a thin, stiff mem-
ber contiguous thereto with a plurality/ of openings

therein, the ratio of openings to the area of said mem-
ber being such as to expose an apparently substan-

tially continuous surface to the sound waves.

8. Sound-absorbing means comprising, in combina-
tion, thick porous material having high capacity for
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sound absorption, and a thin, dense, perforated mate-
rial having less sound-absorbing capacity, the spacing

of the openings in said perforated material, as speci-

fied herein, bearing such relation to the length of the

sound waves passing therethrough as to provide a

combined sound-absorbing efficiency as great as that

of said high capacity sound-absorbing material.

14. A sound absorbing structure as in claim 6, in

which the openings cover about .4% to 35% of the

total area.

The italicized language in claims 5 and 8 is the description

of the facing member. Claim 14 is dependent upon claim

6 in which the facing member is described as follows

;

*'a thin, self-sustaining material concealing the same"
(II, 459).

We submit that the District Court erred in holding these

claims invalid. First, the claims as drawn describe a fac-

ing of a ^' non-sound-absorbing" material, and second, the

specification is so clearly directed to a facing of a '^non-

sound-absorbing" material that it should be decided that

these claims when read alone are not necessarily limited

to a facing of such material, the claims should be inter-

preted to include this limitation if necessary to sustain

them. The terms '* sound-absorbing" and "non-sound-

absorbing" as used in this art are relative terms. No mate-

rial is completely non-sound-absorbing (I, 318) nor does

any material absorb 100% of the sound which strikes it.

The metal facing employed by appellee, unperforated when
used in connection with a sound-absorbing backing, has an

average sound absorption of 6.6% (Pltf. Exh. 23, Test 2;

II, 578). Both appellee's and appellant's witnesses testi-

fied that a material known in this art as a "non-sound-

absorbing material" has some measure of sound absorbing

ability (Norris; I, 97; Burt; I, 332-3). The Court recog-

nized this in Finding 7 (I, 49) which is as follows:
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*'7. All materials absorb some sound, but a mate-
rial whose coefficient of absorption is low, below 20

percent, is designated in this art as 'non-sound-absorb-

ing'. Examples of non-sound-absorbing material are

dense, hard-surfaced, non-porous materials like steel,

wood, plaster, vulcanized fiber, Bakelite, Masonite
hardboard and wood veneer. Oil-cloth, because of its

thinness, is * non-sound-absorbing' ".

Under such circumstances it is believed that the definition

of the facing as a thin, stiff member (claim 5), or a thin,

self-sustaining member (claim 14), or a thin, dense, per-

forated material having less sound-absorbing capacity than

the backing (claim 8) sufficiently limit the facing to a mate-

rial of the type known in the art as non-sound-absorbing.

Dr. Burt's definition of a non-absorbent material does not

differ in substance from the language used in these claims.

He described it (I, 332-3) as dense, hard-surfaced, exposing

small areas, non-porous materials.

In addition, it is clear from the specification that the

facing material is a non-sound-absorbing material. It is

so described in the sentence beginning in line 30 of page 2

(II, 456) and the specific material disclosed is metal. The
claims should be read in the light of the specification and

interpreted as directed to a non-sound-absorbing facing.

In passing on this question, in the case of Sun Ray Gas

Corp. v. Bellows-Claude Neon Co., 49 F. (2d) 886 the

Court of Appeals of the Sixth Circuit stated: (pp. 887-8)

''In some of the above authorities the claims were
held void for vagueness or insufficiency of the descrip-

tion; in others the description was held adequate. The
difficulty is not with the rule, but with its application,

and in applying it due regard must be given to the

collateral principles that the claims measure the in-

vention (Motion Picture Patents Co. v. Universal Film
Mfg. Co., 243 U. S. 502, 510, 37 S. Ct. 416, 61 L. Ed.

871, L. R. A. 1917E, 1187, Ann. Cas. 1918A, 959; Paper
Bag Patent Case, 210 U. S. 405, 419, 28 S. Ct. 748,
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52 L. Ed. 1122; McClain v. Ortmayer, 141 U. S. 419,

424, 12 S. Ct. 76, 35 L. Ed. 800), that such claims

should be liberally construed so as to uphold and not

destroy the right of the inventor, especially in the case

of a generic invention (Temco Co. v. Apco Co., 275

U. S. 319, 48 S. Ct. 170, 72 L. Ed. 298), and that a

claim is not invalidated by the omission of that which
is immaterial, well known, described in the specifica-

tion, or easily supplied by one skilled in the particular

art. That which is, and was understood to be, neces-

sary to make the claim operative may then be implied

therein, provided always that the description of the

claim and specification is sufficient to meet the re-

quirements of the phase of the rule first above dis-

cussed. Cf. Westinghouse v. Boyden Power Brake Co.,

170 U. S. 537, 558, 18 S. Ct. 707, 42 L. Ed. 1136 ; Deering
v. Winona Harvester Works, 155 U. S. 286, 302, 15

S. Ct. 118, 39 L. Ed. 153 ; Loom Co. v. Higgins, supra

;

Jones V. Evans, 215 F. 586 (C. C. A. 7); Crown Cork
& Seal Co. V. Sterling Cork & Seal Co., 217 F. 381

(C. C. A. 6). In each such case one must seek to

determine, primarily, just what it was that the inven-

tor conceived and sought to describe and patent (cf.

Mossberg v. Nutter, 135 F. 95, 99 [C. A. A. H) ; and, if

the claims when construed in the light of the specifica-

tion and prior art disclose a meritorious invention,—

a

truly valuable advance step in the art,—courts will go
as far as possible in upholding such claims. Cf.

Permutit Co. v. Wadham, 13 F. (2d) 454 (C. C. A. 6)

;

Cincinnati Cadillac Co. v. English & Mersick Co., 18
F. (2d) 542 (C. C. A. 6)."

The record here shows that the device of the patent in

suit is a material improvement and has resulted in a real

advance in the art. Under such circumstances it is sub-

mitted that claims 5, 8 and 14 should be read as if they

specifically defined the facing as a non-sound-absorbing ma-
terial. This is particularly true in view of the fact that the

metal and hardboard facings employed by the appellee are
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clearly non-sound-absorbing materials and there was no

question of this fact raised at the trial.

If the claims of the patent are to be limited to materials

that are absolutely non-sound-absorbing, the entire pur-

pose of the patent is defeated and when claims 5, 8 and

14 are read in the light of the evidence, the definition of

the facing as a material having less sound-absorbing capac-

ity than the backing is a clear definition of the type of

facing that Norris employed and which differs from the

prior art facings. This Court held that a claim may be

so limited in the light of the specification in the case of

Magnavox Co. v. Hart & Reno, 73 F. (2d) 433, in which

the court stated (p. 441)

:

*'It is well settled that a specification may be re

ferred to for the purpose of limiting a claim. In Me-

Clain V. Ortmayer, supra, the court said: 'The claim

is the measure of [the patentee's] right to relief, and,

while the specification may be referred to to limit the

claim, it can never be made available to expand it.'
"

AVhile the limitation read into the claim in that case lim-

ited the claim to a construction that was not infringed,

the principle of law applies here. When claims 5, 8 and

14 are limited to a substantially non-sound-absorbing mate-

rial, the claims are infringed by the appellee's construc-

tions.

The law as set forth by this Court in the Magnavox case

has also been stated many times. In the case of Kansas
City Southern Ry. Co. v. Silica Products Co., 48 F. (2d)

503 in which the Court of Appeals of the Eighth Circuit

said (p. 505)

:

**"We think the view of the trial court as to the

amount of bentonite to be used is correct; and we reach
that conclusion the more readily because of the rule

that where the language used in claims is ambiguous,
that construction should be adopted which will render
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the patent valid rather than one which will render it

invalid.*'

See also Mantle Lamp Co. of America v. George H. Bow-
man Co. 53 F. (2d) 441 (C. C. A. 6) which states (p. 444)

:

**We do not overlook the problem presented by the

form of the claim. The functions of the bonding mate-
rial, as an insulator to interrupt the flow of heat and
as a seal to exclude air and moisture from the packing,

are not specified in the claim, although they are of

considerable importance, we do not say vital, in dis-

tinguishing from the prior art. We think this patent
is entitled to a fairly liberal construction in aid of its

validity, and ought not to be defeated by any unneces-
sary adherence to technical rules."

A decision which is particularly pertinent with respect

to the phraseology employed in the claims for describing

a non-sound-absorbing facing is that of the Sixth Circuit

Court of Appeals in Cleveland Automatic Mach. Co. v.

National Acme Co. 52 F. (2d) 769 in which the following

appears (p. 770)

:

*'It is urged that 'high speed drilling,' that is, the

simultaneous rotation of the drilling tools and the

work in opposite directions was an afterthought with

Trobeck, and was not described in the specifications

of his patent. We think it is sufficiently described.
• • • we think the patentee should have such construc-

tion of the specifications and claims as will protect

his invention. McCormick Harvesting Mach. Co. v. C.

Aultman & Co., 69 F. 371, 378 (C. C. A. 6), Goshen
Sweeper Co. v. Bissell Carpet-Sweeper Co., 72 F. 67,

74 (C. C. A. 6) ; Kellogg S. & S. Co. v. Dean Electric

Co., 182 F. 991, 998 (C. C. A. 6)."

See also the decisions of the Tenth Circuit Court of

Appeals in the case of Jensen-Salshery Laboratories, Inc.

V. 0. M. Franklin Blackleg Serum Co., 74 F. (2d) 501 which

reads as follows (p. 503)

:
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*' Where the language of a patent permits of it, an
interpretation that sustains and vitalizes the grant

will be adopted rather than one that vitiates it. Na-
tional Hollow B.-B. Co. V. Interchangeable B.-B. Co.

(C. C. A. 8) 106 F. 693, 715; Stead Lens Co. v. Kryptok
Co. (C. C. A. 8) 214 F. 368, 377; American Doucil Co.

v. Twin City W. S. Co. (C. C. A. 8) 36 F. (2d) 673,

674. '»

Claims 16, 17 and 23 Infringed by Appellee's Construction

The District Court dismissed the complaint with respect

to claims 16, 17 and 23 holding that they were not infringed.

In passing on these claims the Court stated t

*'I do not believe the evidence shows that defendant

used the same form of fastenings." (Opinion; I, 44).

It is true that appellee does not use the fastening means
specifically disclosed in the Norris patent. The patent dis-

closes a furring strip to which the inturned edges of the

metal pans of the facing are secured by means of ears

projecting from these edges of the pans. Claims 16, 17

and 23, however, embrace more than the one form of fasten-

ing means shown in the patent. These claims are as follows

:

16. As an article of manufacture, a sheet metal pan
having a multiplicity of small perforations therein, of

average dimensions greater than the thickness of said

sheet metal, and a pad of sound-absorbing material

fitting the same, the edges of said pan having means
adapted for engagement with a support.

17. As an article of manufacture, a sheet metal pan
having a multiplicity of small perforations therein of

average dimensions greater than the thickness of said

sheet metal, and sound-absorbing material within the

same, the edges of said pan having means adapted for

engagement with a support.
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23. In a building structure, the combination with a

wall or ceiling surface of a room, of an exposed foram-
inous rigid non-sound-absorbing sheet spaced there-

from, a sound absorbing material between said sheet

and said wall or ceiling surface and concealed by the

former, and means for supporting said sheet in said

spaced relation and adjacent to said surface, the ratio

of the exposed area of the sheet to the openings therein

being such as to provide a substantially continuous
decoratable surface.

Claim 16 is in substantially the same language as some
of the preceding claims plus the addition of the following:

**the edges of said pan having means adapted for engage-

ment with a support". This is also true of claim 17 wherein

this same phrase is added to the structure of one of the

preceding claims. Claim 23 is drawn to a building struc-

ture including an exposed foraminous, rigid, non-sound-

absorbing sheet spaced from the ceiling or wall with a

sound-absorbing material between the sheet and the wall

and concealed thereby and further includes "means for sup-

porting said sheet in said spaced relation and adjacent to

said surface". None of these claims is directed to the fur-

ring strips and the ears formed on the edges of the pan
disclosed in the Norris patent which forms the subject mat-

ter of other claims not in suit.

The supporting structure employed by the appellee is

shown in appellant's Exhibit 10 in which the wooden block

represents the ceiling and the four pieces of metal tile rep-

resent the corners of four adjacent pans or tiles forming

the facing. In use the sound-absorbing material in the form
of a pad of Rock wool is arranged between the wooden
block and the facing members. Each of the corners of the

pans or tiles is provided with a notch. A washer is mounted
on a screw which goes into the ceiling or other supporting

surface and a portion of this washer is received in each

of the notches to support the metal pans (Sabine; I, 177).

Thus, the sound-absorbing structure is supported from the

ceiling by supporting means which cooperate with the edges



48

of the pans and all of the elements of claims 16, 17 and

23 are clearly present.

Taking claim 16, appellee's structure includes a sheet

metal pan having a multiplicity of small perforations

therein. These perforations are of average dimensions

greater than the thickness of the sheet metal. The struc-

ture includes a pad of sound-absorbing material fitting the

pan and also includes a pan in which the edge is provided

with means (the notches) for engagement with a support

(the washer and screw).

Likewise considering claim 17, appellee's structure in-

cludes a sheet metal pan having a multiplicity of small

perforations therein of average dimension greater than the

thickness of the sheet metal, with sound-absorbing material

in the pan, in which the edges of the pan have means (the

notches) adapted for engagement with a support (the

washer and screw).

When appellee's construction is assembled, it produces

the structure of claim 23. There is then present the com-

bination with a wall or ceiling of a room, to which is secured

an exposed foraminous, rigid, non-sound-absorbing sheet

spaced therefrom, with sound-absorbing material between

the sheet and the wall and concealed by the sheet. The

appellee's structure also includes means for supporting

said sheet in spaced relation and adjacent to said surface

(the notches in the edges of the pans and the screw and

washer). Appellee's structure further provides an exposed

area of the sheet in which the ratio of perforated to non-

perforated area is such as to provide a substantially con-

tinuous, decoratable surface.

We, therefore, submit that the court was clearly in error

in comparing the appellee's structure with the specific dis-

closure of the patent in determining the question of in-

fringement of claims 16, 17 and 23. The supporting means
of these claims embraces other forms than those shown in

the drawings, and appellee's structure not only responds

to the language of the claims, but it embodies the substance

of them.
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Infringement of Remaining Claims

The District Court, having decided that claims 1, 3, 5,

6, 8, 10, 11 and 14 were invalid, did not pass upon the

question of infringement of these claims. There is no ques-

tion that these claims, if valid, are infringed. Each of them

includes the pad of sound-absorbing material as an element

and in each instance the scope and meaning of the claim

must be determined by the way in which the facing is

defined and the way in which the perforated area of the

facing is defined. To determine the question of infringe-

ment, comparison must be made with the various facings

employed by appellee in its constructions and the defini-

tion of the facings in each of the claims.

The open area of Plaintiff's Exhibits 5 to 8 is given in

the fourth column of Exhibit 23 under tests Nos. 6, 7, 8

and 10, respectively (II, 578). Appellee's witness Smith

(I, 265-6) gave the percent of perforations of Exhibits

Q, P and N corresponding to Plaintiff's Exhibits 5, 7 and

8, respectively. Appellee offered no figures of the open

area of Plaintiff's Exhibit 6 and Dr. Sabine's figures of

Exhibit 23 are therefore the only evidence available. This

is shown in Tests 7 and 8 as 41 percent (II, 578). The
figures supplied by Dr. Sabine and by Mr. Smith with re-

spect to Exhibits 7 and 8 and Exhibits P and N, respec-

tively, are so close that either may be accepted. With re-

spect to Plaintiff's Exhibit 5 and Defendant's Exhibit Q,

there is considerable discrepancy. Dr. Sabine gives the

figure as 26.2 percent (Exh. 23, test #6) and Smith gives

the figure as 39 percent (I, 265). This facing is shown
as design D-3 of Exhibit 23 in the lower left hand corner

and it consists of openings V4'' in diameter surrounded by

smaller openings 3/32'' in diameter. From the center of

the line of openings on one side of the large opening to

the center of the line of openings on the opposite side is

9/16". The area of that space prior to perforating is there-

fore the square of 9/16''. The perforated area is the area

of the opening of y/' diameter plus the area of five of the
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openings of 3/32" diameter (8 side openings halved and 4

corner openings quartered). This figure is approximately

26 percent and Smith's figure of 39 percent is in error.

The District Court accepted appellant's figures as correct

(Finding 12(a) ; I, 50). Appellant also presented evidence

with respect to defendant's interrogatory Exhibits 2, 6

and 11 and these samples are now in evidence as Plaintiff's

Exhibits 42, 43 and 44.

There can be no dispute that the use of the sheet metal

facings of Exhibits 5, 6, 7, 8, 42, 43 and 44 in conjunction

with a backing of mineral wool as set forth in defendant's

answers to interrogatories (Exh. 4; I, 71) provides a com-

bination of a perforated sheet metal facing and a backing

of sound absorbing material. The question of infringement

with respect to these seven specimens therefore depends

upon the other limitations present in the claims in suit.

Before taking up the claims in detail, we wish to state

that, with the exception of the structure shown in Exhibit

9 and Exhibit R, appellee employs facing members which

are perforated to a greater extent than those used by ap-

pellant's licensees, but in many instances perforated sub-

stantially the same amount as the early constructions

placed on the market by appellant (Finding of Fact 9, I,

49). Test No. 5 of Exhibit 23 (II, 578), for instance, shows

a perforated facing employed by one of appellant's licen-

sees which is 15.4% perforated. Appellee, however, can

not escape the charge of infringement by departing from

the specific construction of the patent or of the construc-

tions sold by the licensees. In this connection we call at-

tention to the decision of this Court in the case of Angelus

Sanitary Can Macli. Co., et al., v. Wilson, et al., 7 F. (2d)

314 (C. C. A. 9), in which the Court stated (p. 318)

:

"Defendants therefore cannot escape infringement

by adding to or taking from the patented device by
changing its form, or even by making it somewhat
more or less efficient, while they retain its principle

and mode of operation and attain its results by use

of same or equivalent mechanical means."
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It will be noted from an examination of Exhibit 23, tests

Nos. 6, 7, 8, 9 and 10 (II, 578), that the results obtained

from appellee's constructions closely approximate those

obtained from test 5 which is a typical commercial example

of the Xorris patent. The A. M. A. averages are close

enough in all instances to be within the range of experi-

mental error (I, 145).

Furthermore while appellant's licensees chose to use a

relatively small ratio of perforated to unperforated area,

the claims of the patent, as will be pointed out, are not

limited to such ratios. The ratio of 16% perforated, which

the District Judge held to be the upper limit (Opinion, I,

46), is the preferred figure of the patent (II, 456, 1. 81).

It was obviously impossible for Norris to disclose in the

specifications of his patent every possible arrangement of

perforated area that might be used. As long as the com-

bination of the patent is present in the appellee's con-

struction and it is within the scope of the claims of the

patent, the claims are infringed. See Continental Paper
Bag Co. v. Eastern Paper Bag Co., 210 U. S. 405, in which

the Court stated the following (p. 418)

:

''An inventor must describe what he conceives to be

the best mode, but he is not confined to that. If this

were not so most patents would be of little work. 'The
principle of the invention is a unit, and invariably

the modes of its embodiment in a concrete invention

may be numerous and in appearance very different

from each other.' "

Claim 1 is infringed by the constructions of each of Ex-

hibits 5, 6, 7, 8, 42, 43 and 44. In each instance there is

present the sound absorbing material, when the facing of

the exhibit is used as defined in Exhibit 4, and as exem-

plified by Exhibits N to Q, inclusive, with a thin sheet of

perforated metal forming the facing. The remaining limi-

tation is to the apparently substantially continuous surface

of the perforated metal facing. The claim is not directed

to a continuous surface but to an apparently substantially
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continuous surface. When everything is considered, the

meaning of this phrase is that the material forms a facing

and conceals, as far as possible, the sound absorbing ma-
terial that is back of it. Appellee can not argue that its

facing does not conceal the sound absorbing material for

that is the very purpose for which it is used. It may not

form as good a concealing means as the structures used

by appellant's licensees but under the doctrine of Angelus

V. Wilson (ante), that is immaterial.

Claim 3 is in one respect broader than claim 1 in that

it is directed to a facing in the form of a thin layer of

self-sustaining, non-sound-absorbing material. The state-

ment in this claim with respect to the openings is that they

are widely distributed and small enough to substantially

conceal the sound-absorbing material. The words ''widely

distributed" mean that the openings are arranged over

the entire facing and not grouped in one portion of it. The
District Judge used the synonymous expression "uni-

formly spaced" (Finding of Fact 5; I, 48; II, 536-7).

This is present in all of appellee's constructions. With
respect to the statement that the facing substantially con-

ceals the sound absorbing material, appellee 's counsel made
quite a point in the examination of witnesses, of the fact

that the size of the openings necessary for this purpose

would vary according to the distance between the observer

and the installation. This was one of the bases of his

attack on the ground of indefiniteness. It seems to us that

this fact establishes the necessity for defining the inven-

tion in this way rather than attempting to define the size

of the openings mathematically. Furthermore, the claim

states that the sound absorbing material is substantially

concealed, admitting that upon minute examination it could

be seen. The amount of concealment which is obtained by

each of appellee's constructions of Exhibits 5 to 8, 42, 43

and 44, respectively, satisfies the terms of this claim.

Claim 5 is in many respects similar to claim 3 and is

infringed for the same reasons set forth in connection with

that claim.
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Claim 6 is broadly directed to the use of a non-sound-

absorbing facing and recites that the openings are small

and of average dimensions greater than the thickness of

the facing. This is true in all of appellee's constructions.

The sheet metal facings are generally of a thickness of

from .026'' to .037" and the diameter of the openings, as

shown by D-3 to D-7 at the bottom of Exhibit 23, is in every

instance greater than this figure.

Claim 8 is directed to the combination wherein the sound

absorbing efficiency of the sound-absorbing material is as

great as that of the sound-absorbing material alone. Test

1 of Exhibit 23 (II, 578) shows a sound absorbing efficiency

of the sound-absorbing material of .755 whereas tests 6, 7,

8, 9 and 10 of appellee 's facings show either higher A. M. A.

averages or ones so close to that of test 1 as to be within

the range of experimental error.

Claim 10 specifies that the sound absorbing efficiency of

the pad is greater than 70 percent, which is true of ap-

pellee's mineral wool backing (Exh. 23, Test #1), and that

the sound absorbing efficiency of the facing is less than 25

percent, which is true of appellee's various facings, and

then specifies that the efficiency of the combined materials

is in excess of that of the sound-absorbing material. Again

referring to the same tests of Exhibit 23, it will be noted

that at certain frequencies the efficiency of the combina-

tion is in every instance greater than the efficiency of the

pad of test 1 alone. Thus at 1024 cycles the efficiency of

the bare absorbent (test 1) is .885 whereas in tests 6 to

10, inclusive, the efficiency runs from 89 to 90 percent and

in test 13 it is 93 percent.

Claim 11 is directed to a sheet metal facing. This claim

covers a construction in which the perforated area is any-

thing up to 50 percent and all of the facings employed by

appellee fall within its terms. The perforated areas of

Exhibits 5 to 8 are given in tests Nos. 6, 7, 8 and 10

of Exhibit 23. On Exhibit 42 Dr. Sabine stated that the

perforated area is 30 percent (I, 174) and Smith stated

that it is 36 percent (I, 266). The Court accepted Dr.
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Sabine's figure (Finding of Fact 12f; I, 51). Whichever

figure is correct, it is still within the scope of the claim.

On Exhibit 43 the only evidence is Dr. Sabine's figure of

40 percent (1, 175) which is also in the claim. With respect

to Exhibit 44 Sabine testified (I, 176) that it is 40 percent

perforated.

Claim 14 is directed to the structure of claim 6 in which

the openings cover from .4 percent to 35 percent of the

total area. Plaintiff's Exhibits 5, 7, 8 and 42 all fall within

the scope of this claim.

It is clearly established that the appellee's facings ex-

emplified by Exhibits 5, 6, 7, 8, 42, 43 and 44, when used

in connection with a backing of sound-absorbing material

in accordance with defendant's answers to plaintiff's in-

terrogatories (Exh. 4; I, 71), clearly infringe claims 1,

3, 5, 6, 8, 10, 11 and 14.

CONCLUSION

It is therefore submitted that the District Court was

in error in holding claims 1, 3, 5, 6, 8, 10, 11 and 14 invalid

and in holding claims 16, 17 and 23 not infringed. That

portion of the decree of the District Court from which

this appeal was taken should be reversed.

LYON & LYON
Attorneys for Appellant

Reginald E. Caughey
Daniel V. Mahoney

of Counsel
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APPENDIX

CONCISE STATEMENT OF POINTS UNDER
EULE 19(6).

Notice is hereby given that at the hearing of this appeal

the appellant will rely upon the following points:

Point One

The Court erred in holding that claims 1, 3, 6, 10 and

11 of Norris patent No. 1,726,500 are too broad and gen-

eral, in view of the prior developed art and in applying

the doctrine of Greneral Elec. Co. vs. Wabash Appliance

Corp., 304 U. S. 365 and Swift & Sons, Inc. vs. Coe Mfg.

Co., 102 F. (2d) 391 (Decree Paragraph 8). That the

Court was in error in its holding with respect to these

claims and its confusion of the doctrine of General Elec.

Co. vs. Wabash Appliance Corp. is apparent from Find-

ings of Fact 13 to 18, inclusive, in which the Court dis-

posed of the prior art and stated:

''None of the prior art patents or publications cited

disclose"

the combination of the Norris patent.

Point Two

The Court erred in holding that claims 5, 8 and 14, are

invalid because they do not exclude a facing material that

has a definite measure of sound absorption and are, there-

fore, invalid (Decree paragraph 9). The Court's error

in this instance is based upon its failure to note that all

of the facing materials disclosed in the patent are ma-

terials that do not have a definite and material measure

of sound absorption and under such conditions the limi-

tation to a facing of such material should have been read

in these claims in order to sustain them.
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Point Three

The Court erred in not limiting claims 5, 8 and 14, to

a ''non-sound-absorbing" facing in view of the disclosure

of the Norris patent (Pltfs.' Ex. 1, p. 2, lines 30-46).

Point Four

The Court erred in holding that claims 16, 17 and 23,

are not infringed by the fastening means employed by

the defendant (Pltfs.' Ex. 10).

Point Five

The Court erred in limiting claims 16, 17 and 23, to the

specific fastening means disclosed in the patent in suit

and not giving these claims the broader interpretation

to which they are entitled.

Point Six

The Court erred in holding that the Norris patent to

be valid must be limited to a facing member in which the

perforations do not exceed 16% of the total area of the

facing (Opinion, p. 5, lines 24-27). In Finding of Fact

No. 5 the Court stated the invention to be in the provi-

sion of a perforated facing having substantial uniformly

distributed openings of such size and so arranged that

the sound absorbing material is substantially concealed

thereby. There was no evidence before the Court upon

which it could rightly conclude that under all conditions

of installation of a sound-absorbing treatment of this char-

acter the upper limit of perforated area which would sub-

stantially conceal the sound-absorbing material is 16%.
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Point Seven

The Court erred in holding that the doctrine of Gen-

eral Elec. Co. vs. Wabash Appliance Corp. and Swift

& Sons Inc. vs. Coe Mfg. Co., is applicable to the facts

in the present case. In those cases it was held that where

the patent specification fails to disclose the alleged in-

vention the patent is void. In the present case there is

no contention that the size and arrangement of the open-

ings in the facing material is not fully disclosed. The
entire second column of page 2 and the entire first column

of page 3 is devoted to a disclosure of these features.

Point Eight

In considering the definiteness of claims 1, 3, 6, 10 and

11, the Court erred in not applying the doctrine of this

Court in the case of Schull Perforating Co., Inc. vs. Cavins

et al., 94 F. (2d) 357, in which this Court held that a pat-

entee is entitled to have the claims of the patent construed

with respect to the drawings and specification.

Point Nine

In holding claims 5, 8 and 14, invalid because they do

not exclude a facing material that has a definite and ma-

terial measure of sound absorption, the Court erred in

not following the doctrine of the case of Sun Ray Gas

Corp. vs. Bellows Claude Neon, 49 F. (2d) 886 in which it

was held that ''if the claims when construed in the light

of the specification and prior art disclose a meritorious

invention,—a truly valuable advance step in the art,

—

courts will go as far as possible in upholding such claims".

Point Ten

The Court erred in not holding claims 1, 3, 5, 6, 8, 10, 11

and 14, valid and infringed.
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Point Eleven

The Court erred in not holding claims 16, 17 and 23,

infringed.

Wherefore, appellant prays that the portions of said

decree, from which this appeal is taken, be reversed with

directions to the court below to enter a decree holding

claims 1, 3, 4, 5, 6, 8, 10, 11, 14, 16, 17 and 23, of the Norris

patent No. 1,726,500 to be infringed by appellee and that

the cost of this appeal be awarded to the appellant.


